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1. INTRODUCTION

In the U.S., the International Trade Commission (“ITC") has authority under 19 U.S.C. § 1337
(“Section 337”) to exclude from importation into the U.S. products that infringe intellectual property
(“IP™) rights. Similarly, many other countries also have laws and regulations seeking to protect IP
rights by preventing the importation of infringing goods. The attached charts provide information
regarding border seizure procedures in Europe and Russia, India, Asia (China, Korea, Taiwan and
Japan), North America (Canada and Mexico), and South America (Brazil, Chile, Columbia, Ecuador,
Paraguay and Peru). For each jurisdiction, the charts are divided into the following topics: (1)
regulatory background; (2) scope of rights; (3) applications for border seizure; (4) identification
procedures; (5) detention or suspension of release; and (6) determinations of infringement and
procedures to obtain a release of the seized goods.

None of the procedures described in the attached charts exactly mirror proceedings under Section
337 at the United States International Trade Commission (ITC). They do, however, share some
common features, which are described in the following overview.

2. SUMMARY ANALYSIS OF PROCEDURES REGARDING IMPORTS THAT INFRINGE IP RIGHTS IN OTHER
COUNTRIES

2.1 Scope of Rights

As in the U.S., where importation of products that infringe patents, trademarks and copyrights, as well
as mask works concerning semiconductor chips can be barred under Section 337 in almost every
country in the survey procedures are available to protect these same types of IP rights. The only
exceptions are Canada -- where the laws do not address the importation of goods that might infringe
third-party patents, only goods that might infringe trademarks -- and Russia -- where there is no
mechanism available yet to prevent the importation of goods that infringe a patent right.

2.2 Application for Border Seizure
€) Overview

Typically, an application seeking seizure of infringing goods at the border can be made by the IP
owner. This applies to the U.S. as well as to every other country on the survey. The right to apply for
a seizure usually derives directly from an already existing IP right, with the exception of China and
India, where even an already existing and registered right has to be registered again as described
below.

In some countries, the IP owner must first take appropriate court action against the infringement of
his rights, before applying for a border seizure. This is the case with Taiwan, where obtaining a
preliminary injunction is mandatory before filing an application for seizure for patent infringement, but
not for trademark infringement. This is also the case with Canada, Ecuador, Argentina, Paraguay,
Colombia and Peru, where border seizures are subject of preliminary measures in civil cases (though
in the case of Peru the IP owner's remedies are not limited to only the preliminary measure and the
IP owner may instead or additionally chose to apply directly to the customs authorities for a seizure).

In contrast, no similarity of any kind can be found when it comes to the question of where an
application must be filed. Administratively or organizationally, where an application must be filed
differs widely among the surveyed countries. The scope of authorities ranges from courts to customs
authorities to special commissions or authorities like Instituto Mexicano de la Propiedad Industrial

1


nevans
Rectangle


("IMPI") in Mexico, the Korean Trade Commission ("KTC") in Korea or El Instituto Nacional de
Defensa de la Competencia y de la Proteccion de la Propiedad Intelectual ("INDECOPI") in Peru.

In most countries, the customs office or other authorities are themselves entitled to bring actions
against infringing goods or products ex officio, if there are sufficient grounds for suspecting that
goods infringe an IP right. The only countries where such actions might not be undertaken by the
authorities are Canada, Colombia, Brazil (where ex officio measures are limited only to cases where
infringement of trademarks is suspected) and Russia (where patent holders are not protected against
importation of infringing goods at all, as already mentioned above).

(b) Differences in China and India

A different system of protecting IP rights is implemented in China and India. In these countries, the
legitimate IP owner is required to have pre-recorded the existing right before the IP owner can
actually apply for a border measure.

In China, the legitimate IP owner may -- without actual cause -- submit an application to the customs
authorities. This may (after verification of the applicant's alleged IP right) lead to a recordation of the
IP right with the custom authorities, which is valid for 10 years and can be renewed. When
discovering that suspected infringing goods are about to be imported or exported, the IP owner may
file an application with the custom authorities at the port of entry/exit for detaining the goods. When
recordation is not already obtained, an application may be filed at that time, but the scope of
information needed for the application is much broader.

India provides a similar system of recordation of IP rights, although the recordation in India is valid
only for 1 year and may be extended for a period of 5 years.

(© Scope of information to be provided when applying for a border seizure

The scope of information that must be provided to the appropriate country authority when applying for
a border seizure varies significantly.

As in the U.S., detailed information about the suspected infringement as well as the alleged IP right
must be presented to the authorities in Europe and Mexico. In China and India, however, no such
information on the IP right of the legitimate IP owner needs to be provided due to the pre-registration
requirement.

(d) Notable specific provisions

> In the U.S., the applicant for a border seizure has to prove that the import of the infringing
goods constitutes an injury to the American industry, a provision which is not matched in any
of the other countries' regulations on the survey.

» In Japan, only a request to the regional customs authority is required, which itself carries out
the procedures for determining whether goods infringe an IP right.

2.3 Identification Procedures

No ex officio identification procedures are available in the U.S., Europe, Russia, China, Canada or
the South American countries, with the exception of Peru, Argentina and Chile. Therefore, in these
countries, the identification of the goods is done only on the basis of the complaint or application of
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the legitimate IP owner, who has to provide the customs authorities with sufficient information
(depending on the required scope of information in each country).

In the other countries in the survey, identification may also be done ex officio by the custom
authorities. In particular, in Japan, India and Korea, the identification is done solely by the customs
authorities.

2.4 Detention or suspension of release

Usually the detention is carried out by the customs authorities. This is the case with the U.S., where
the detention follows an exclusion order by the ITC that directs the U.S. Customs Service to exclude
articles from entry into the U.S.. Similar proceedings can be found in Europe, where detention or
suspension of release is carried out also by the appropriate customs authority after receiving notice
by the superior customs authority that the application of the IP owner has been granted. In all other
countries -- Canada, Mexico, Argentina, Chile, Brazil, Colombia, Paraguay, Peru, Ecuador, Japan,
Russia, China, India, Korea and Taiwan -- seizure is decided and carried out by a single authority
(i.e., the customs authority).

In countries where border seizures may not be carried out following an application directly to the
customs, but only as part of a lawsuit (Argentina, Paraguay, Peru, Colombia, Ecuador and Canada),
the respective court has to order the seizure as a preliminary measure.

In Argentina and Chile, however, the customs authority can delay the release of goods without prior
notice from the IP owner, if an infringement is suspected, but not evident. In case of Argentina, the
suspension may last for up to 7 working days in order to inform the legitimate IP owner. In Chile, it
may last up to 5 days. In both countries, this gives the IP owner the time to file for a preliminary court
order on the detention of the goods. If after the time limit for suspension has expired the customs
authority has not received such an order, the suspension will cease and the goods will be released.

@) Specific Provisions

As the proceedings on a seizure measure and the authorities to apply for the measure differ widely
among the surveyed countries, there are also large numbers of specific provisions in many countries
concerning the circumstances of the detention or the suspension of the release. Among the most
noteworthy are:

» In some countries that are members of the EC, the mere transit of goods is not considered to
be an infringement (e.g., Germany), and a border seizure therefore may not be possible.

» In Russia and India, the detention of trademark infringing goods may last up to 10 days upon
request, with a possibility of prolonging the detention for another 10 days.

» In China, the detention is only granted after provision of a security in an amount equivalent to
the value of the goods.

» In Korea, the detention may be accompanied by corrective measures including a ban on
landing, disembarking and/or abandonment of the infringing goods.

» In Taiwan, the customs authority can suspend the release of goods that are suspected to
infringe trademarks until the holder or importer of the infringing goods can prove that it has
the necessary licenses to use the trademarks to import or export. When it comes to patents,
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the customs will suspend the clearance, following a preliminary injunction, in order to enforce
the court order.

2.5 Determination Of Infringement And Procedures To Obtain A Release Of The Seized
Goods

Generally, there are two ways in which the determination of the actual infringement may be
conducted: (1) by courts (whether special court or the courts of the normal jurisdiction); or (2) by
customs or a special (custom) authority itself.

€) By a court

The following countries determine infringement through court proceedings: Canada, Russia,
Paraguay, Brazil (where the determination is done by the courts along with an expert, advising the
court on the matter), Colombia (by specialized courts during the course of the procedure for obtaining
a preliminary injunction as well as by a special national authority), and Ecuador (only following the
plaintiff's proof of violation of its IP rights).

(b) By customs or special authorities

There are a number of countries that have a special authority like the U.S. ITC that can resolve
disputes regarding the importation of goods that infringe and IP right. In Mexico, the determination is
conducted by the Instituto Mexicano de la Propiedad Industrial ("IMPI"), which is the proper authority
to be applied to for a border seizure. In Peru, the determination is conducted by the El Instituto
Nacional de Defensa de la Competencia y de la Proteccion de la Propiedad Intelectual
("INDECOPI"). In Korea, in cases of trademark infringement (but limited only to those cases), the
Korean Trade Commission ("KTC") handles such disputes.

In contrast, in Chile and India, ordinary customs authorities determine whether there is an evident
infringement. In India then, if there is an actual infringement to be found, the goods may be
destroyed, when the IP owner does not object and pays for the destruction.

In Japan, the determination is done by the customs authority at its own discretion. In other words, the
customs authority makes the determination; no courts or other authorities are involved. It can be
appealed and is therefore subject to final judgment by the courts. Following the suspension by the
customs authorities, the IP owner is informed about the name and address of the importer and
exporter along with the manufacturer/producer if evident from the description of the goods. At the
same time, the determination procedure on the infringement commences, which can be cancelled
after 10 or 20 days on request of the importer, and the goods released, if the importer provides a bail.

In China, the determination is carried out by the customs authority within 30 days of the date of
detention. When the recordation of the IP owner's right is not yet obtained, customs shall release the
goods if it does not receive a notice from a court that orders the continuing detention within 20
working days. If the recordation is already obtained, the goods nevertheless will be released (a) when
infringement is not determined within 50 working days, (b) if there is a request to release the goods
by the importer/exporter and he provides sufficient security money or (c) if the customs are convinced
that the importer/exporter possesses ample evidence that there is no infringement.
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(© Europe and Argentina

Different kinds of procedures apply to Argentina and Europe. In particular, Argentina fits in both
categories above, (a) AND (b). In contrast, Europe does not fall in either category because it has a
simplified procedure and because the determination follows the law of the respective member state.

»

In Argentina, if the infringement is evident, custom agents have the power to determine
whether there actually is an infringement. If the infringement is not evident, the determination
is left up to a court, as the legitimate IP owner then has to file for a preliminary injunction to
detain the goods.

In Europe, the determination of infringement depends on the applicable law in the respective
member state, so no general conclusion can be made. Nevertheless, the procedure of
determination always commences with the customs authority informing the IP owner and the
owner or the holder of the suspected goods after the seizure of goods. Following the seizure,
the IP owner is given the opportunity to inspect the goods, and then may eventually
(depending on the applicable law in the member state) chose between two possible
alternatives:

1. Within 10 working days, initiate proceedings to determine if the goods in fact infringe the
IP-owner's rights. Otherwise, the goods are released.

As mentioned above, the determination depends on the applicable law in the member state of
the EC where the goods were seized. Therefore, the proceedings are also ruled by the law of
the relevant member state, which leaves the applicant the choice of where to seize the goods
in order to pick a favorable legal system. Please note that, as mentioned above, in some
member states, the mere transit of goods is not considered to be an infringement, leaving
limited choices for seizure.

This is very important for the IP-owner because the more important European countries with
respect to boarder seizure provide for quick and cost-effective judgments on the question of
patent infringement. This is especially the case in The Netherlands, France, Germany and
Italy (which has recently installed specialized IP tribunals), where most of the goods from
overseas are imported (e.g., Naples, Genoa, Rotterdam and Hamburg). In view of this, a
cost-effective approach typically is to make applications for boarder seizure in these countries
(Art. 5 | of the European Directive), especially -- in the case of patents -- if there is no EU-
wide IP-right.

2. Alternatively, European law allows the member states (though the member states do not
have to adopt this alternative) to provide a simplified procedure. This simplified procedure can
lead to the abandonment of the suspected goods for destruction without any need for
determination of infringement if the owner or the holder of the suspected goods consents.
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

Regulatory Background

Council Regulation (EC) No
1383/ 2003 of 22 July 2003 (PPR)
concerning customs action against
goods suspected of infringing
certain intellectual property rights
and the measures to be taken
against goods found to have
infringed such rights.

Article 69-11 to 69-20 of the
Customs Law on import
restrictions as to IP rights and
unfair competition prevention
law.

Regulation on Protection of
Intellectual Property Rights by
Customs Authorities of 27
October 2003; The Customs
Code of the Russian
Federation, Chapter 38:
Measures Applied by the
Customs Authorities with
Regard to Specific Goods.

Regulations of the People's
Republic of China on
Customs Protection of
Intellectual Property Rights,
adopted at the 30th Executive
Meeting of the State Council
on 26 November 2003,
effective as of 1 March 2004.

Scope of Rights

All sorts of IP rights, including
trademark, copyright or related
right, design right, patent,
supplementary protection
certificate, plant variety right,
protected designation of origin,
protected geographical indication.

NOTE: As far as parallel/grey
imports, utility
models/semiconductors and
unregistered trademarks are
concerned, the respective national
law is applicable.

Regulation sets out the conditions
for action by the customs
authorities when goods are
suspected of infringing an IP right
in the following situations (Art 1 1
PPR): when they are entered for
release or free circulation, export
or re-export, when they are found
during checks on goods entering

All sorts of IP rights, more
specifically patent rights, utility
model rights, design rights,
trademark rights, copyrights,
copyright-related rights, circuit
layout rights, or breeder's rights;
imitation and sham trade-name
(unfair competition prevention
law).

Trademarks, service marks,
appellations of origin, copyright
and related rights (but the latter
has not been at issue in
practice); patent rights are not
specified.

There is no mechanism
available yet to prevent
importation of goods that
infringe patent rights, at least not
under that regulation.

All sorts of IP rights,
including patent rights,
trademark rights, copyrights
and their related rights.
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

or leaving the EC customs
territory, etc.

NOTE: Regulation applies to
goods being imported from a third
country (e.g., Croatia, China) to
the EU. It does not apply to intra-
Community trade, e.g., if goods
are imported to Germany from
Poland or Rumania. In that
situation, the respective national
law is applicable.

Application for Border Seizure

Application for action of a right-
holder (patentee or licensee, Art 2
Il PPR) in any member state of the
EC, Art. 51 PPR; it requires
technical description of the goods,
any specific information the right-
holder may have concerning the
type or pattern of fraud; name and
address of the contact person
appointed by the right-holder;
declaration for liability under
special circumstances; proof that
applicant holds the right for the
goods in question.

Since customs seizure's prospect
of success depends on the quality
of the submitted information, it is
strongly recommended to forward
accurate and detailed technical
description of the goods which is

When owners of the
aforementioned rights become
aware of the importation of those
articles considered to infringe
their IP rights, they are entitled to
make a request to the Director-
General of regional customs, in
addition to the suspension
authority, for taking the
procedure of determining
whether the articles constitute
infringement of IP rights.

Validity of rights as well as
evidences of infringement will be
reviewed by Japan Customs
directly. Potential
importers/exporters are given the
opportunity to make out their
case on the applications.

An IP owner having sufficient
grounds to believe that its IP
rights have been or are likely to
be infringed as a result of a
transfer of goods across the
Russian customs border is
entitled to file an application with
the Federal Customs Service
("FTS") (in Russian) asking the
FTS to insert the particular IP
right in the Register and
undertake suspension of
infringing goods in any future
instances of importation.

Filing an application with the
FTS does not require payment
of any state fees.

The application should contain
the details of the trade mark

Article 4 provides: The
holders of IP rights, where
requesting the Customs to
implement protection of IP
rights, shall submit an
application to the Customs for
taking protective measures.

The application for
recordation at the General
Administration of Customs of
his IP right shall be in written
form and include, in
particular: business name or
name of IP right holder;
description, contents and any
other relevant information
relating to the IP right; the
status quo to licensing;
description, origin, importer or
exporter, main features and
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PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

comprehensible for a layman, if
possible information as to technical
differences between authentic and
suspected product, identity of
possible importer/exporter, carrier
and receptor, scheduled arrival or
departure date of goods, country of
export, means of transport used
and route of transport, also lists of
licensees (black and white lists)
may help to identify goods.

Also ex-officio, before an
application for action, if customs
have sufficient grounds for
suspecting that goods infringe an
intellectual property right, they may
suspend the release of the goods
or detain them for a period of 3
working days from the moment of
receipt of the notification by the
right-holder and by the declarant or
holder of the goods, in order to
enable the right-holder to submit
an application for action, Art. 4 |
PPR.

On receiving an application, the
competent customs department
shall process that application and
notify the applicant in writing of its
decision within 30 working days of
its receipt (Art 5 VIl PPR).

Directors General of regional
customs have the power to act
ex-officio to protect the public
interest, if there is prima facie
evidence of infringement.

owner; details of the trade
mark(s) in question; details of
the goods which are, in the trade
mark owner's opinion,
counterfeit; the term during
which the customs authorities
are requested to take action
against unauthorized shipments.
A number of documents
(including list of importers)
confirming this information has
to be enclosed with the
application. In addition, the trade
mark owner must provide the
indemnity to compensate for
damage that may be caused to
lawful importers or declarants of
goods.

prices, etc. of the goods on
which the holder of IP right
lawfully exercises its right;
and goods that infringe IP
right, as far as it is known.
Evidentiary documents shall
be attached (Art 7).

Recordation shall not be
granted: (a) where the
application documents are
incomplete or invalid; (b)
where the applicant is not the
holder of IP right; (c) where
IP right is no longer
protected; and (d) where
application is not made in
bona fide (Art 9).

A recordation for Customs
protection of an IP right shall
be valid for 10 years and may
be renewed.

There is also an ex-officio
procedure similar to the ones
in Europe under Art 16.
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

When granting application for
action, the competent customs
department (one as designated in
each Member State) shall specify
the period during which the
customs authorities are to take
action. That period shall not
exceed 1 year, but maybe
extended upon application, Art 8 |
PPR.

Restricting the application on unit
of trading is not recommended,
since this could be intentionally
used for avoiding seizure, if aware
of.

The decision granting the right-
holder's application for action shall
immediately be forwarded to those
customs offices of the Member
State or States likely to be
concerned by the goods alleged in
the application to infringe an IP
right.

There are no costs or fees
attached to the application for
action, but for the detention and
destruction, if applicable (Art 6 |
PPR). The applicant has to declare
assumption of liability if seizure is
not justified at the end of the
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW JAPANESE LAW RUSSIAN LAW CHINA
proceedings.
Identification Procedures No Japan Customs has the authority | No, except mentioned below No

to judge infringement without a
ruling of other institutions, such
as courts.

Japan Customs may permit the
import of articles when Customs,
being supported by the expertise
of an Advisory Board, does not
find infringement, after examining
the alleged evidence and
opinions submitted by the right-
holder and the importer.

The Advisory Board consists of
lawyers, patent attorneys and
academic scholars of IP laws, as
necessary.

("Detention”).

Detention or Suspension of
Release

Where a customs office to which
the decision granting an
application by the right holder has
been forwarded is satisfied, after
consulting the applicant where
necessary that goods in one of the
situations referred to in Art 1 | PPR
are suspected of infringing an IP
right, it shall suspend release of
the goods or detain them. The
competent customs department

After the suspension of imported
goods, the right holder shall be
informed of the name and
address of the importer and
exporter as well as of the
manufacturer/producer when
they are known from descriptions
on the goods.

Director General is entitled to
give the order to the right holder

FTS may detain the suspicious
goods for 10 days with renewal
for another 10 days upon
grounded request. If sufficient
information on potential
infringement is gathered, an
administrative or criminal case
may be initiated and decision on
infringing or non-infringing
character of goods will be issued
on the merits. Otherwise, the

Where discovering the
suspected infringing goods
pending importation or
exportation, the holder of the
IP right may present an
application with the Customs
at the port of entry or exit for
detaining such goods (Art
12). Written application and
evidence is required (Art 13).
Application shall include the

10
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

shall be immediately informed (Art
91PPR).

The mere transit of goods is in
some jurisdictions as such not
supposed to be infringement (e.g.,
Germany). However, according to
ECJ rulings on trademark
infringement (Rolex-case (2004),
Polo Lauren/ Dwidua-case (2000)),
transit is being regarded as placing
on the market and as such
constitutes infringement.

The competent customs
department or customs office shall
inform the right-holder and the
declarant or holder of goods of its
action and is authorized to inform
them of the actual or estimated
quality and the nature of goods.

to deposit money, as considered
necessary, at the value
estimated to cover any damages
possibly generated against the
importer for the period up to the
completion of the determination
procedure. Director General may
cancel the procedures if a party
does not obey this order.

goods are released into free
circulation.

number of Customs
recordation, in addition to
where the goods are
suspected to infringe IP rights
under recordation. (This
applies in the situation where
the holders of IP rights have
already obtained Customs
recordation.)

Where the holders of IP rights
have not obtained recordation
in Customs, the application
shall include business name
or name, nationality of IP
rights holder; registration
place, contents and any other
relevant information relating
to the IP rights; the name of
the consignor and consignee
of suspected infringing
goods; the name, technical
standards of suspected
infringing goods; the likely
entry or exit port,
conveyance, shipping time of
suspected infringing goods.
(Article 13)

On request of detention, the
right-holder shall provide to
the Customs a security
equivalent to the value of the
goods to cover possible

11
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

compensation (Art 14).

Where believing that his
goods have not infringed, the
consignor or consignee of the
goods may request to release
the goods after providing to
the Customs a security
payment. The Customs shall
refund the security payment if
right-holder fails to file a
lawsuit at the people's court
within a reasonable period of
time (Art 19).

Determination of infringement

With a view to establishing
whether an IP right has been
infringed, customs shall inform the
right-holder, at his request and, if
known, of the names and
addresses of the consignee, the
consignor, the declarant or the
holder of the goods and the origin
and provenance of goods
suspected of infringing IP rights.
The customs office shall give the
applicant and the persons involved
in any of the situations referred to
in Art 1 | the opportunity to inspect
goods whose release has been
suspended or which have been
detained.

When examining goods, the

As soon as the Director General
of regional customs discovers
any import goods against which
a request for suspending
importation has been made and
accepted, he shall commence
the procedure of determining
infringement and shall inform the
right holder and the importer of
the fact that procedure has
begun.

Upon completion of the
determination procedure, the
right holder and the importer
shall be informed of the result.
When infringement is confirmed,
the goods may be confiscated or
shipped back at the importer's

Please see above.

Within 30 working days from
the date of detention, a
determination as to whether
the suspected infringing
goods under detention have
infringed the IP right will be
carried out; in cases where
such a determination cannot
be made, Customs shall
immediately notify the right-
holder (Art 20). Customs may
request any assistance from
the competent IP right-
authority for assessing
infringement.

After presenting an
application to Customs for
taking protective measures,
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

customs office may take samples
and hand them over to the right-
holder strictly for the purpose of
analysis and to facilitate the
subsequent procedure. Any
analysis shall be carried out under
the sole responsibility of the right-
holder (Art 9 Ill PPR).

There are two possible ways to
proceed after customs seizure has
been effected. Either (1) the
patent holder must initiate
proceedings (article 10) or (2) the
simplified procedure for the
destruction of goods applies
(article 11).

a) If, within 10 working days (3
days, if perishable goods) of
receipt of the suspension of
release or of detention, the
customs office has not been
notified that proceedings have
been initiated to determine
whether an IP right has been
infringed under national law (see
Art 10 PPR) or has not received
the right-holder's agreement
provided for in Art 11 | where
applicable, release of the goods
shall be granted, or their detention
shall end. This period may be
extended by a maximum of 10

expense by order.

After 10 or 20 days from the start
of the determination procedure
for those articles alleged to
infringe patent rights, utility
model rights or design rights, the
procedure could be cancelled
and the importation could be
permitted at the request of the
importer, provided that other
conditions are satisfied and that
the importer submitted security
money.

At the request of the right holder
filed during the said period,
customs will make an inquiry with
the Patent Office about their
opinion on the technical scope of
the patent rights at issue. The
Patent Office is supposed to give
reply within 30 days. During this
period, the importer is not
entitled to make a request for
cancellation of the determination
procedure, but will be allowed to
make such request after 10 days
from the arrival of the Patent
Office's reply.

The result of the Identification
Procedure can be appealed and
will finally be judged by the

the right-holder may apply to
the People's Court of China
for the adoption of measures
to order the cease of the
infringing act or for
preservation of property
against the suspected
infringing goods under
detention before filing a
lawsuit (Art 23). Customs
shall assist the courts.

Customs shall release the
detained goods (Art 24):

(a) if the Customs has not
received any notification from
the People's Court for
assistance in enforcement of
an order within 20 working
days from the date of
detention (detention under Art
15, in the situation where the
holders of IP right have not
obtained recordation of their
IP right in Customs while
directly apply to Customs for
taking protective measures);

(b) if Customs has not
received notification and
cannot determine through
investigation that there is
infringement within 50
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

working days, where appropriate
(Art 13 | PPR).

The law in force in the Member
State within the territory of which
the goods are placed in one of the
situations referred to in Art 1 | PPR
shall apply when deciding whether
an IP right has been infringed
under national law - which is
always the case with patent rights.
This means that proceedings to
determine whether an IP right has
been infringed are subject to
remedies provided under national
law.

Please note that, as mentioned
above, in some member states,
the mere transit of goods is not
considered to be an infringement,
leaving limited choices for seizure.

This is very important for the IP-
owner because the more important
European countries with respect to
boarder seizure provide for quick
and cost-effective judgments on
the question of patent
infringement. This is especially the
case in The Netherlands, France,
Germany and Italy (which has
recently installed specialized IP
tribunals), where most of the

Courts.

working days (detention
under Art 16, in the situation
where the holders of IP right
have already obtained
recordation of their IP right in
Customs and apply to
Customs for taking protective
measures);

(c) if there is request to
release and security payment
provided by the consignor or
consignee; or

(d) if Customs are convinced
that consignor or consignee
possesses ample evidence
that there is no infringement.
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TABLE 1

PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

goods from overseas are imported
(e.g., Naples, Genoa, Rotterdam
and Hamburg). In view of this, a
cost-effective approach typically is
to make applications for boarder
seizure in these countries (Art. 5 |
of the European Directive),
especially -- in the case of patents
-- if there is no EU-wide IP-right.

b) Art 11 | PPR allows the Member
States to provide, in accordance
with their national legislation, for a
simplified procedure, which
enables customs authorities to
have such goods abandoned for
destruction, without there being a
need to determine whether an IP
right has been infringed, under the
following conditions: right-holder
must provide customs with the
written consent of the declarant,
the holder or the owner of the
goods. This agreement shall be
presumed to be accepted when
the aforementioned persons have
not specifically opposed
destruction within 10 working days
on receipt of notification.

Alternatively, action for patent
infringement must be brought in
the national courts. In practice, the
way to take is through interlocutory
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PROCEDURES REGARDING IP RIGHTS IN THE EUROPEAN COMMUNITY, JAPAN, RUSSIA, AND CHINA LAW

EUROPEAN COMMUNITY LAW

JAPANESE LAW

RUSSIAN LAW

CHINA

injunction (because the PPR
merely requires "determination of
infringement” and does not convey
any procedural restrictions).
However, the patent benches at
the district courts only grant
injunctions if the infringement of
claimed subject matter can be
established without reasonable
difficulties. Therefore, if proving
infringement may not be straight-
forward, filing a lawsuit, rather than
an interlocutory injunction, is the
route to take.

After bringing a lawsuit or
requesting an injunction, the
declarant, owner, importer, etc.
shall be able to obtain the release
of goods or an end to their
detention on provision of a
security, if customs authorities
have been notified, procedure has
been initiated within 10 days and
authorities have not authorized
precautionary measures, and all
customs formalities have been
completed. Release cannot be
obtained if a preliminary injunction
has been granted to the right-
holder in the meantime.
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TABLE 2

PROCEDURES REGARDING IP RIGHTS IN INDIA, KOREA AND TAIWAN LAW

INDIA

KOREA

TAIWAN

Regulatory Background

Intellectual Property Rights
(Imported Goods) Enforcement
Rules went into effect in May 2007.
Other statutory protections include the
Customs Act (1962), the
Trademarks Act (1999), and the
Copyright Act (1957).

The Korea Trade Commission is
governed by the following: the Trade
Remedy Act, the Trade Remedy
Decree, the Foreign Trade Act, the
Enforcement Decree of the Foreign
Trade Act, and the Customs Act.
The Trademark and Copyright Acts
also apply.

The Korea Customs Service also
protects IP rights at the border.

The Customs Enforcement
Measures on Trademark, Copyright,
and Patent Rights Protection
(2005), along with the Trademark Act
(2003) and the Copyright Act (2004).

Scope of Rights

All sorts of IP rights, specifically
copyrights, trademarks, patents,
designs, and geographical indications.
The IP owner must specify in which of
36 ports it desires protection from
infringing or counterfeit goods.

All sorts of IP rights, including patent
rights, trademarks, and copyrights.

All sorts of IP rights, specifically
trademarks, copyrights, and patent
rights.

Application for Border Seizure

The IP owner (or authorized
representative) files a single
application, pays the fee, and
executes (1) a general bond without
security and (2) an indemnity bond
indemnifying Customs against all
liabilities and expenses relating to a
suspended release. The application
may be submitted at any Customs
port.

Customs verifies the information
submitted by the IP owner and notifies
the IP owner within 30 days of
application if its IP will be recorded by
Customs. Recordation is valid for 1
year and may be extended for 5
years; after that time, the IP owner

Korea Trade Commission (KTC):
Anyone who discovers unfair
international trade practices and can
present concrete information within
one year from the date of the alleged
infringement has standing to bring an
action before the KTC. The KTC may
also act on its own if there is
reasonable suspicion of unfair
international trade practices.

(Unlike the U.S. ITC, the KTC does
not require proof of injury to the
industry.)

A party with standing files a complaint
with the KTC. Within 30 days, an
investigation is initiated, and a

Trademarks and Copyrights: If the
IP owner suspects infringing goods
are being imported, it may file an
application describing the infringement
and providing Customs with facts
sufficient to identify suspected
infringing goods.

Patents: The patent owner may
apply for protection only when the
patent owner is granted an injunction
against the importer of the infringing
goods, and Customs receives a court
order to enforce the injunction.
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TABLE 2

PROCEDURES REGARDING IP RIGHTS IN INDIA, KOREA AND TAIWAN LAW

INDIA

KOREA

TAIWAN

must reregister the reapply for
protection. If it determined that the IP
owner supplied wrong or false
information, the registration may be
cancelled.

deadline for determination is set. The
party may request a suspension of the
unfair practices in question, if
irreparable injury can be shown. If a
lawsuit related to the practices in
question is filed during the
investigation, the KTC investigation
shall be suspended, and the case will
be cleared according to the result of
the lawsuit.

Other options: Trademark owners
can register their mark under the
Trademark Act. The trademark owner
may request the suspension of
importation/ exportation of infringing
goods by recording their registered
trademark rights with the Korea
Customs Service (KCS).

Like trademark owners, copyright
owners may offer a security to the
customs official and request that the
official withhold clearance of infringing
goods.

Identification Procedures

Customs may suspend clearance of
goods on its own initiative if it has
prima facie evidence of infringement
or a good faith basis for believing
there is infringement. The IP owner
may also request examination of
imported goods. The IP owner must
provide Customs with enough
information to enable Customs to
identify infringing goods.

KTC: In an investigation by the KTC,
the KTC determines whether a
violation has occurred.

KCS: The KCS identifies infringing
goods. Upon identification, the KCS
notifies the trademark owner, which
may request a clearance suspension.

Trademarks and Copyrights:
Customs may suspend clearance of
goods on its own initiative if there are
sufficient grounds to suspect
infringement. The IP owner may also
request examination of imported
goods. The IP owner must provide
Customs with enough information to
enable Customs to identify the
infringing goods.
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PROCEDURES REGARDING IP RIGHTS IN INDIA, KOREA AND TAIWAN LAW

INDIA

KOREA

TAIWAN

Patents: Customs will not suspend
clearance of goods suspected of
patent infringement without a court
order issuing a preliminary injunction
against the importer or holder of the
goods.

Detention or Suspension of
Release

Upon suspension, Customs will
immediately notify the IP owner and
the alleged infringer that the goods
have been suspended.

Suspected infringing goods can be
detained for 10 days, which may be
extended for another 10 days. Within
3 days of detention, the IP owner must
furnish an indemnity bond equal to
110% of the value of the detained
goods, as well as a bank guarantee or
fixed deposit for 25% of the bond
value.

Suspended goods can be cleared if
the IP owner fails to join the
proceedings or fails to execute the
required bonds.

KTC: If the KTC determines a
violation has occurred, possible
corrective measures are suspension
of imports, exports, sales or
manufactures; a ban on the landing
and/or abandonment of the goods in
guestion; announcement of correction;
publication of violation; and other
necessary measures.

Anyone who doesn’t comply with the
corrective measures can be
imprisoned for up to 3 years, or
charged a 30 million won penalty.
Other penalties for violations include
substantial fines. Anyone who has an
objection to the corrective measures
can file an objection within 30 days of
receiving notification of the order or
penalty; the objection shall be cleared
within 60 days.

KCS: Unless there is a good reason
not to suspend clearance, the KCS
will not clear goods suspected of
infringement. If the holder of the
goods requests clearance and
furnishes a bond, the KCS may clear
the goods.

Trademarks and Copyrights: Upon
receiving the request for suspension
(or taking action itself), Customs must
notify the IP owner that the goods
have been suspended within a short
period of time (4 hours for air freight
export, and 1 day for air freight import
and sea freight import/export).
Customs must also notify the holder or
importer of the infringing goods. The
holder must then prove that it has the
necessary licenses or authority to
import or export the goods
legitimately.

If the holder cannot do so, Customs
may forward the case for criminal
trademark infringement prosecution.

If the holder provides the required
documentation, the IP owner is given
the option of applying for seizure of
the goods under the Trademark Act or
to seek another remedy from the
courts. The IP owner must do so
within 3 business days. Customs
collects samples of the goods and
releases them if the IP owner does not
initiate additional proceedings.
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PROCEDURES REGARDING IP RIGHTS IN INDIA, KOREA AND TAIWAN LAW

INDIA

KOREA

TAIWAN

Patents: If Customs is provided with
a court order granting a preliminary
injunction, Customs will suspend
clearance of the goods to enforce the
court order.

Determination of Infringement

Detained goods may be examined by
the IP owner. If Customs determines
that the goods infringe, they shall be
destroyed, provided that the IP owner
does not object to the method of
disposal. The costs of disposal are
borne by the IP owner.

Both the KTC and KCS have the
authority to determine infringement.

When Customs either receives a
request to take action or acts on its
own, it suspends the release of the
goods. It then notifies the IP owner
and the holder of the goods.

For trademarks, additional criminal
penalties may attach to the
importing/exporting of infringing
goods. There are additional remedies
for the IP owner under the Copyright
and Trademark Acts.
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TABLE 3

PROCEDURES REGARDING IP IN CANADA, MEXICO, ARGENTINA, CHILE AND BRAZIL LAW

CANADA

MEXICO

ARGENTINA

CHILE

BRAZIL

Regulatory
Background

Patent Act (R.S., 1985, c. P-
4, as amended).

NAFTA Articles 1716, 1718.

Customs Act (1985, c. 1
(2nd Supp.), as amended).

Customs Tariff Act (1985, c.
41 (3rd Supp.), as
amended).

Industrial Property
Law (“IPL").

NAFTA Articles 1716,
1718.

Argentine Law 25,986
(enacted Dec. 29, 2004)
(introduced several changes
to the Customs Code) (***As
of 2007, regulations
implementing the law were
not yet passed, but the
Supreme Court has since
accepted Customs’ ordering
of its offices to apply Article
46 of the Law.) See also
TRIPs Article 51. Customs
passed Resolution 2216,
which creates a new
Registry of IP Rights within
Customs, to complement
Law 25,986.

See also Argentine Law
24,425 (approving the Trade
Related Aspects of
Intellectual Property
(“TRIPs”) agreement in
1995) (did not empower
Customs to act, but courts
could issue injunctions).
See also TRIPs Article 50
(and, amendments to Article
83 of the Argentine Patent
Law pursuant to Law 25,859,
making it more difficult for
patent owners to obtain
preliminary injunctions

Chilean Law 19,912
(specifically governs
border measures,
and is modeled after
TRIPs Articles 51-
60).

Industrial Property, Law
9,279 (1996). See Title V,
Ch. I: Crimes Against
Patents.

Executive Order 4,543
(2002).

Executive Order 4,756
(2003).

Regulating Instructions 52
(2001), 111 (1998), 206
(2002).

Portaria 555 (2002).

TRIPs (but, courts focus on
Brazilian IP, Civil and

Criminal Procedure Codes,
and Customs Regulations).
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PROCEDURES REGARDING IP IN CANADA, MEXICO, ARGENTINA, CHILE AND BRAZIL LAW

CANADA

MEXICO

ARGENTINA

CHILE

BRAZIL

through the courts).

Scope of Rights

The Patent Act and the
Customs Act do not address
the importation of patented
products or products made
by a patented process.

The Patent Act, however,
provides the typical recourse
for bringing an infringement
in a court of competent
jurisdiction. Art. 54. But, the
Patent Act does not
expressly define
“infringement.”

The IPL governs
patents, utility models,
industrial designs,
trademarks and
commercial slogans,
trade names,
appellations of origins
and trade secrets.
IPL, Title I, Article 2.

IPL Title Il, Article 25
explicitly prohibits
importation of a
patented product, or
product made by a
patented process,
without the patent
owner’s or non-
compulsory licensee’s
consent.

Law 25,986 applied to all
intellectual and industrial
property rights granted by
Argentine legislation.

Law 25,986, Article 46,
forbids the import or export
of goods, when a simple
verification of the goods
finds that the merchandise
bears a counterfeit
trademark, is a pirate copy
or hinders other intellectual
or industrial property rights
granted by Argentine
legislation. (The Law
applies to patents — “other
intellectual or industrial
property rights granted by
Argentine Legislation.”)

Law 19,912 provides
owners of registered
IP with border
measures.

Law 9,279 governs patents,
industrial designs,
trademarks, geographical
indications, crimes against
industrial property, and
technology transfer.

Article 183 makes it a crime
to “import a product that is
the object of an invention or
utility model patent, or
obtained by means or
process patented in this
country, . . ., and that has
not been placed on the
foreign market directly by
the patentholder or with his
consent.” Law 9,279,
Article 183. There is also a
provision against exporting
a patented product or a
product made by a
patented process. See id.

“Independently of the
criminal action, the
aggrieved part may bring
any civil suits he considers
as appropriate pursuant to
the Civil Procedure Code.”
Law 9,279, Article 207.

Application for

Border seizure is not

Person with legal

Customs agents are

Law 19,912 provides

Via court. “[L]egal action
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PROCEDURES REGARDING IP IN CANADA, MEXICO, ARGENTINA, CHILE AND BRAZIL LAW

CANADA

MEXICO

ARGENTINA

CHILE

BRAZIL

Border Seizure

explicitly mandated in the
Patent Act (although such
recourse is explicitly made
available for Trademarks,
see the Trademark Act at §
53, and Copyrights, see the
Copyright Act at § 44).

NAFTA Article 1718 does
not require direct recourse
through the Canadian
Border Services Agency
(“CBSA”) for patented
products, but does so for
copyrighted works and
trademarks.

interest is to submit a
claim to the Mexican
Institute of Industrial
Property (“IMPI”).
IPL, Title VI, Ch. 11,
Articles 187-188; see
also Title I, Articles 1,
6. IMPI may also
initiate a proceeding
ex officio. IPL, Title
VI, Ch. Il, Article 188.

empowered (ex officio) to
determine actual or potential
infringement of IP rights and
may block entry of any
goods into the country. Law
25,986, Article 46.

IP owner may obtain an
injunction. See TRIPs
Articles 50-51.

IP owners with border
measures that permit
the owners of
registered IP rights to
request suspension
of the release of
goods when an
infringement of their
rights exists, or there
is a well-founded
reason for believing it
to exist. Also,
Chilean Customs
may act ex officio if
infringement is
evident.

shall be taken only on the
basis of a complaint.” Law
9,279, Article 199
(emphasis added). A
criminal action and
preliminary proceeding of
search and seizure is the
normal course. See id. at
Article 200.

(Trademarks/Geographical
Indications: Customs
agents are empowered (ex
officio, or at the request of
an interested part) to seize
“[pJroducts bearing
counterfeited, altered or
imitated marks, or that
show a false indication of
source.” Law 9,279, Article
198. But, there is no
similar Customs provision
in Law 9,279 for patents.)

Identification
Procedures

N/A.

Any request for an
administrative
declaration shall
contain: (I.) the name
of the requestor and
his representative, if
any; (Il.) address for
the service and
receipt of
notifications; (lIl.)
name and address of

Evidence of infringement per
customs’ simple verification
of the goods. See Law
25,986, Article 46.

Gives broad discretion to
Customs officers to identify
potentially infringing goods.

When IP infringement
is evident to
Customs, which has
a direct online
communication
channel with the
database of the
Chilean IP Office.
Information is
available for
trademarks, patents

On the basis of the
complaint. See Law 9,279,
Article 199.
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PROCEDURES REGARDING IP IN CANADA, MEXICO, ARGENTINA, CHILE AND BRAZIL LAW

CANADA MEXICO ARGENTINA CHILE BRAZIL

the other party or of and other IP.
his representative;
(IV.) the subject of the
request, expressed in
clear and precise
terms; (V.) an account
of the facts; and (VI.)
the underlying legal
grounds. IPL, Title VI,
Ch. Il, Article 189.
See also id. at Article
196 (when IMPI
initiates the
administrative
declaration procedure
ex officio, notice shall
be served on the
owner concerned or,
where applicable, on
the alleged infringer . .

).

Detention or Bring an action in court and IMPI inspectors may If infringement is not clearly Customs may A criminal action and
Suspension of seek a court order to detain impound infringing evident, Customs Authority suspend the release preliminary proceeding of
Release the infringing product(s). products or issue can delay the clearance of of goods for no search and seizure is

monetary fines upon goods for up to seven longer than 5 days. If | available. Law 9,279,

an inspection by working days in order to after 5 days Customs | Article 200.

authorized staff, upon | consult/notify the IP right does not receive a

presentation of owner, and allow the court order for the

identification and an possibility to request from suspension, then the

appropriate warrant. the courts an injunction to good may be

IPL, Title VII, Articles | avoid the products from dispatched/released.

203, 205, 206, 207, entering the market. Law

211, and 218. 25,986, Article 46. Then, ifa

Inspections shall be court order related to the
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PROCEDURES REGARDING IP IN CANADA, MEXICO, ARGENTINA, CHILE AND BRAZIL LAW

CANADA

MEXICO

ARGENTINA

CHILE

BRAZIL

conducted at places
where products are
“manufactured,
stored, shipped,
delivered or
marketed.” See id. at
Article 207.

goods is not received after
notification to the right owner
and seven working days
pass, Customs’ suspension
of release shall cease.

Merchandise may be
stopped at Customs while
the authorities conduct
investigations relating to
potential infringements. See
id.

Determination of
infringement

A court of competent
jurisdiction could adjudicate.
Patent Act, Art. 54.
Injunction may issue against
“further use, manufacture or
sale.” Art. 57.

The IMPI has
jurisdiction to
adjudicate patent
matters. IPL, Title I,
Article 6.

Customs’ simple verification
of the goods. See Law
25,986, Article 46.

But, when infringement is
not evident the clearance of
goods is suspended for up to
seven working days, the
right owner is consulted and
it is possible an injunction
may be obtained from the
courts. Seeid.

If the IP owner expresses
lack of interest or the goods
are cleared by customs for
another reason, customs is
compelled to notify the
Consumer Protection
Agency to prevent any harm
to consumers’ rights. See
id.

Customs determines
whether infringement
is evident. Customs
may access the
database of the
Chilean IP Office.

“In search and seizure
proceedings, in a crime
against patent which object
is the invention of a
process, the officer of the
court shall be accompanied
by an expert who shall
make a preliminary
verification of the existence
of the illicit, and the judge
may order the seizure of
the products obtained by
the counterfeiter by
employing the patented
process.” Law 9,279,
Article 201.
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PROCEDURES REGARDING IP IN COLUMBIA, PARAGUAY, PERU AND ECUADOR LAW

COLOMBIA

PARAGUAY

PERU

ECUADOR

Regulatory
Background

Decision 486 of the
Commission of the
Cartagena Agreement
(extended enforcement of
IPRs by means of civil,
administrative, preventative,
and border measures).

Decree No. 4540 of
December 22, 2006
(adopting Customs Controls
to protect intellectual

property).

Law on Patents for Invention
(“LPI1"), No. 1630 (2000).

Ratified TRIPs pursuant to
Law No. 444/94. LPI provides
for provisional measures in
accordance with the terms of
TRIPs Article 50. See LPI,
Article 80-82.

Legislative Decree No. 823.

Decision 486 — Common
Provisions on Industrial Property
(2000) (Subregional Integration
Agreement (Cartagena
Agreement)).

Legislative Decree No. 807.

Intellectual Property Law (“IPL"), No.
83 (1998).

TRIPs.

Scope of Rights

A patent owner “may bring
action before the competent
national authority against
any persons infringing their
right” or “performing acts
that show that an
infringement is likely to
occur.” See Decision 486,
Article 238.

Patent protection against
importation of an infringing
product or the product made
by a patented process. LPI,
Article 33.

Protection afforded to patents
and other forms of intellectual
property. See Legislative Decree
No. 823 (with reference to No.
807, Article 27); see also
Legislative Decree No. 822 (for
copyrights); see also Decision
486 (for trademarks).

Copyright and related rights, the
various aspects of industrial property
(i.e., patents), plant varieties, unfair
competition.” IPL at p. 1-4; see also
WTO, Council for TRIPS, Review of
Legislation, Ecuador at p. 1 (May 10,
1999).

Application for
Border Seizure

A patent owner may file a
request as a precautionary
measure for the suspension
of the import or export of the
goods or materials or tools
with a competent court. See
Decision 486, Articles 245-
246.

A civil action for infringement
of patents rights, as defined in
Article 33 (which includes
importation), is available to the
patent owner. LPI, Article 74.

“Requests for the application of
border measures may be filed
with the National Institute for the
Defence of Competition and
Intellectual Property Protection
(“INDECOPI”), under an action
for infringement of intellectual
property rights. Border
measures may also be requested

“The violation of any of the intellectual
property rights established by this
Law shall give rise to the institution of
civil and administrative proceedings,
without prejudice to any criminal
action that might be available where
the act has been categorized as an
offense.” IPL, Article 288.
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COLOMBIA

PARAGUAY

PERU

ECUADOR

The precautionary measures
include: withdrawal from
commercial channels of all
products resulting from the
alleged infringement,
including containers,
packaging, labels, printed
material or advertising, or
other materials, together
with the materials and tools
predominantly used to
commit the infringement;
the suspension of the import
or export of the goods or
materials or tools referred to
above; and temporary
closure of the business
belonging to the defendant
or accused, if necessary, to
avoid continuation or
repetition of the alleged
infringement. See Decision
486, Article 246.

as a precautionary measure in
civil or criminal cases. In both
instances, border measures are
executed by the competent
customs authorities.” WTO,
Council for TRIPS, Review of
Legislation, Peru at p. 32 (Nov.
30, 2000).

At any stage of INDECOPI
proceedings, either ex officio or
at the request of a party,
INDECOPI may order one or
more of “such measure as may
be necessary for the customs
authorities to prevent entry into
Peru of the products that are the
subject of the complaint.” WTO,
Council for TRIPS, Review of
Legislation, Peru at p. 56 (citing
Legislative Decree No. 807,
Article 27).

“Without prejudice to any civil
and criminal actions that may be
available, an owner of industrial
property rights may institute
infringement proceedings against
any person who infringes those
rights. Infringement proceedings
may also be instituted where
there is an immediate risk of the
rights of that owner being

“In the event of infringement of the
rights recognized by this Law, the
following may be sought: . . . (b) the
permanent confiscation of the goods
or other objects resulting from the
infringement, the definitive withdrawal
of the merchandise constituting the
infringement from commercial
channels, and also its destruction. . . .
The rights laid down in international
treaties in force in Ecuador may also
be demanded, especially those
specified in the Agreement on Trade-
Related Aspects of Intellectual
Property Rights (TRIPS Agreement)
of the World Trade Organization.”
IPL, Article 289.

See also IPL Article 308 (“(b)
suspension of the activity consisting
in . .. importation. A confiscation
order may be issued on . . . the goods
or merchandise violating an
intellectual property right”).
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violated. Proceedings may be
instituted ex officio on a decision
of the competent office. They
shall in any event be subject to
the procedure laid down in Title
V of Legislative Decree No. 807,
with the exception of Article 22 of
that legislation.” Legislative
Decree No. 823, Article 240.

As for copyrights, “Article 40 of
Legislative Decree No. 822
provides that the Copyright
Office may apply to the customs
authorities for confiscation at the
border of pirated merchandise
that violates copyright, with a
view to suspending the free
circulation of the said
merchandise where attempts are
made to import it into Peruvian
territory.” WTO, Council for
TRIPS, Review of Legislation,
Peru at p. 56).

Identification
Procedures

Owner of patent via action
filed in court of competent
jurisdiction.

Owner of patent via action filed
in a court of competent
jurisdiction. See LPI, Article
74.

File application with INDECOPI,
or customs acting ex officio.

Plaintiff identifies in support of
instituted proceedings. See IPL,
Article 288.

Detention or
Suspension of
Release

A court of competent
jurisdiction may order
customs authorities, as a
precautionary measure

Provisional measure are
available “[i]n judicial
proceedings for patent
infringement, at the request of

The suspension of customs
clearance of goods infringing an
intellectual property right may be
requested as a precautionary

Via court order. See IPL, Articles
289, 297, 308.
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previously requested by the
interested party, not to
release goods into
circulation. See Decision
486, Articles 245-246.

a party and if the application is
prima facie plausible.” LPI,
Article 80. “Provisional
measure include: . . . (c)
suspension of the importation
or exportation of the products,
materials or means referred to
in subparagraph (b).” Id.

Enforcement and Appeal
(governed by the Code of Civil
Procedure)

“Once a provisional measure
has been ordered, it shall be
enforced without further
formalities and without it being
necessary to hear the
opposing party, who in any
case shall be notified,
personally or by cedula, within
three days of its execution.”
Code of Civil Procedure,
Article 694.

measure. Legislative Decree No.
807, Article 27. “Once the
measure has been applied for,
INDECOPI sends an official
communication to the customs
authorities asking for customs
clearance of the infringing
products to be suspended.”
WTO, Council for TRIPS, Review
of Legislation, Peru at p. 55.

Border measures are executed
by customs authorities.
INDECOPI is informed
accordingly and its participation
is sought in order to determine
whether containers with allegedly
infringing goods do, in fact, have
such infringing goods. Id.

Determination of
infringement

Specialized circuit civil
courts have original
jurisdiction over proceedings
relating to “patents,
industrial designs, marks,
signs and trade names and
other industrial property

“A provisional measure shall
only be ordered if the applicant
can prove his lawful right to act
and the existence of the right
infringed and provide evidence
that reliably supports a
presumption of infringement or

INDECOPI.

Plaintiff states proof of violation of
rights and requests provisional or
precautionary measures. See IPL,
Articles 308, 312.
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assets.” Code of Civil
Procedure, Article 17.

A competent national
authority. See Decision 486,
Article 238 (establishing that
the owner of a right
protected under the Decision
“may bring action before the
competent national authority
against any persons
infringing their right” or
“performing acts that show
that an infringement is likely
to occur”).

the imminence thereof.” LPI,
Article 81.
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